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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1. 1 14, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 
1. 1 14, and the fee set forth in 37 CFR 1, 17(e) has been timely paid, the finality 
of the previous Office action has been withdrawn pursuant to 37 CFR 1. 1 14. 
Applicant's submission filed on September 12, 2005 has been entered. 

Priority 

Applicant is reminded of the continued obligation to update the priority 
claim in the specification. For example, Applicant must amend the 
specification to state that the parent application has been abandoned. 

Claim Objections 

Claim 41 is objected to under 37 CFR 1.75 as being a substantial 
duplicate of claim 39. When two claims in an application are duplicates or else 
are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 
Claim 4 1 only additional recites that the conversion is to a different symbol. 
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different from the special symbol However, this claim limitation is in claim 24 
on which claim 39 is based, therefore, both claims encompass the exact same 
limitations. 



Claim Rejections - 35 USC §112 

The following is a quotation of the fourth paragraph of 35 U.S.C. 1 12: 

A claim in dependent form shall contain a reference to a claim previously set forth and 
then specify a further limitation of the subject matter claimed. 

Claims 7-10, 12, 21, 29-32, 34 and 42 are rejected under 35 U.S.C. 1 12 
fourth paragraph for failing to further limit the subject matter of a previous 
claim. Claims 1 and 24 now recite "...said converting comprises changing any 
symbols on a pay line to the left of the special symbol, on the same pay line, to 
a leftmost symbol on said pay line or converting any symbols on said pay line 
to the right of said special symbol, on the same pay line, to a rightmost symbol 
on said pay line". 

Claims 7, 9, 29 and 31 state converting symbols to the left/right of 
said special symbol in said row to another symbol." This claim is now broader 
than claim 1 and as such it does not further limit the subject matter of claim 1. 

Claims 8, 10, 30 and 32 state "...converting said symbols to the left/right 
of said special symbol to a symbol in the leftmost/ rightmost position of said 
row." This is exactly what amended claim 1 now recites, so this claim does not 
further limit the subject matter of claim 1. 
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Claims 12 and 34 state "...converting comprises converting sjnubols in 
certain positions in said matrix to other symbols," This claim is now broader 
than claim 1 and as such it does not further limit the subject matter of claim 1. 

Claim 21 and 42 state, "...converting at least one symbol on a pay line to 
another S5mibol on the pay line''. This claim is now broader than claim and as 
such it does not further limit the subject matter of claim 1. 



Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shedl be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the internationsil application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention wais made. 
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Claims 1-10, 12-15, 18, 20-22, 24-32, 34-36, 39 and 41-43 are 
rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Bennett, U.S. Patent No. 
6,089,977. Bennett discloses a gaming method and device. A combination of 
S3niibols in a matrix of M rows and N columns are selected and displayed on a 
display device. Control circuitry is used for controlling the display device. The 
selected symbols including at least one special S3mibol, i.e. the iceberg or coin, 
and other S3anbols (See Bennett col. 3 lines 9-37; Fig. 1). At least one of the 
other symbols is converted to at least one different symbol, different from the 
special symbol due to the at least one special symbol being selected for the 
matrix (See Bennett col. 3 lines 35-67; col. 4 lines 1-67). The converting 
comprises changing any symbols on a payline to the left of the special symbol, 
on the same pay line, to a leftmost symbol on the payline or converting any 
symbol on the pay line to the right of the special symbol on the same pay line 
to a rightmost symbol on the pay line (See Bennett col. 4; col. 5) [claims 1, 7- 
10, 12, 24]. For example, when the ICE and J/B symbol, i.e. special symbols, 
appear on the reels, a penguin symbol appears, and beings to roam around the 
display. The penguin moves to the next symbol in the matrix and thereby 
converts that symbol to "a. different symbol' different from the special symbol, 
i.e. it changes to a penguin. Bennett further discloses that the converting 
comprises changing any symbols on a pay line to the left of the special s3nnbol 
on the same pay line to a leftmost symbol on the pay line. For example, in 
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looking at col. 4 lines 27-32 of Bennett one sees the special symbol J/B on reel 
5, and there are 4 symbols to the left of that special symbol. The Penguin 
symbol appears on reel 2 and by its presence, it effectively "changes" the 
symbol that was originally on reel 2, i.e. a J, to an SE. For example, the 
penguin acts as a wild and when it appears on reel 2 it acts as an SE so that a 
winning combination of two SE's in a pay line result in an award. A similar 
situation exists when the special symbol is ICE and the penguin replaces a 
symbol to the right of the special sjnnbol with the last symbol in the pay line. 
Consequently, Bennett anticipates the claim if one equates "changing any 
symbol on a pay line" to the fact that the penguin is wild and therefore 
"changes" into the leftmost/ rightmost symbol, i.e. the WH or SE symbol. If one 
does not believe that Bennett anticipates the claim language, the Examiner 
notes that it would have been obvious to one of ordinary skill in the art to 
physically change the penguin into an SE sjonbol so that the player knows the 
type of winning combination he has achieved and can therefore see what 
combination they are being awarded for generating. 

Bennett further discloses displaying the matrix (See Bennett Fig. 1) 
[claim 2]. The displayed symbols in the matrix are converted to different 
symbols due to the at least one special symbol being selected for the matrix 
(See Bennett col. 3 lines 34-67) [claims 3, 25]. A pseudo random number 
generator is used to identify the symbols for the matrix (See Bennett col. 1 lines 
64-66) [claims 4, 26], An award is provided for certain combinations across 
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one or more pay lines (See Bennett col. 1 lines 66-67) [claims 5, 27). It is a 3 x 
5 matrix (See Bennett col. 2 line 67) [claims 6, 28). The at least one special 
symbol is selected for a position in a row and column in the matrix. The 
converting comprises converting sjnnbols to the left/ right of the special symbol 
in the row to another symbol (See Bennett col. 5 lines 11-15; col. 4 lines 28-32) 
[claims 7, 9, 12, 29, 31, 34]. The S3anbols to the left/right of the special 
symbol are converted to a symbol in the leftmost/ rightmost position in the raw 
(See Bennett col. 4 lines 28-32; col. 5 lines 11-15) [claims 8, 10, 30, 32). For 
example, in col. 4 lines 28-32 the J changes to a penguin, which changes to an 
SE and in col. 5 lines 1 1-15 if the penguin appeared on reel 4 it would change 
to a WH symbol. Converting comprise converting a visual image of initially 
selected symbols to a converted symbol (See Bennett col. 3 lines 33-67) [claim 
13). The special symbol is a wild card, which represents a symbol of a highest 
value across a payline (See Bennett col. 2 lines 23-30) [claims 14, 35]. It is an 
art rule is that when a wild card occurs, it will represent the symbol, which will 
give the player the highest payout for a line, thus representative of the sjmibol 
with the highest value. Determining after converting, whether symbols in the 
matrix include a winning combination of symbols by determining symbols 
across at least one payline by use of a payout table (See Bennett col. 3 lines 45- 
55) [claim 15, 36]. Converting comprise randomly selecting certain ones of the 
other symbols for conversion to said different sjonbol, different from the special 
symbol (See Bennett col. 3 lines 35-67) [claims 18, 20, 39, 41]. Converting 
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comprises converting at least one S3nTibol on a pay line to another symbol on 
the pay line (See Bennett col. 3 lines 35-67) (claims 2 1, 42]. Converting 
comprises converting the special symbol to another symbol selected by a player 
(See Bennett col. 3 lines 35-67) [claims 22, 43]. 

Claim RejecHons - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 11, 16, 33 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over O'Halloran, U.S. Patent No. 6,439,993 Bl. 

O'Halloran discloses a gaming method and device. A combination of symbols 
in a matrix of M rows and N columns are selected and displayed on a display 
device. Control circuitry controls the display device. The selected symbols 
include at least one special sjnnbol and other symbols (See O'Halloran Fig. 2; 
col. 2 lines 54-55). At least one other symbol is converted to at least one 
different symbol due to the at least one special symbol being selected for the 
matrix (See O'Halloran col. 3 lines 1-9; Fig. 4a-4f). The special S3niibol is 
selected for a position in a row and column in the matrix (See O'Halloran Fig. 
2). The converting comprises converting symbols adjoining the special symbol 
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on a pay line to the special symbol (See O'Halloran col. 3 lines 1-9) [claims 1 1, 
33]. Multiple pay lines comprise horizontal pay lines (See O'Halloran col. 2 
lines 41-43; Fig. 4a-4f) [claims 17, 37]. OUalloran lacks in specifically 
disclosing converting "air sionbols adjoining the special S3mibol on "multiple" 
paylines to special symbols identical to the special sjonbol. However, 
O'Halloran discloses in one embodiment that when the special symbol occurs, 
the substitution can occur on adjacent reels so as to be contiguous on a win 
line (Column 1, lines 48-51). O'Halloran also discloses that other variations 
and modification are within the scope of the invention including alternates or 
changes to steps disclosed therein. Hence, from the disclosure of O'Halloran a 
skilled artisan would find it obvious to convert all symbols that are adjoining 
the special symbol. One of ordinary skill in the art would thus find it obvious 
based upon the disclosure of O'Halloran to allow for a different pattern of 
symbols to be changed than those adjacent. One would be motivated to do so 
based upon the disclosure of O'Halloran that other variations are obvious as 
well as the fact that allowing different symbols to change based on different 
positions, the game would become more interesting as one would not be able to 
predict which symbols would be changed. O'Halloran even addresses this 
motivation in stating that if gambling machines lack variety, players will lose 
interest (Column 1, lines 20-22) thus a skilled artisan would be strongly 
motivated to follow this advice as well as the various embodiments dictated as 
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obvious to allow for the special s)nTibol to convert symbols in different places 
thus creating a game of variety that would not bore players. 

Claims 17 and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over 0*Halloran, in view of Mayeroff, U.S. Patent No. 
6,224,483 Bl. CHalloran discloses multiple paylines but does not disclose 
the payline being bent. Mayeroff discloses that a popular payline format on a 
3x5 slot is the Australian style, which comprises nine different paylines, 
including bent ones (Columns 1 and 2). Mayeroff further discloses that a 
plethora of winning symbol combinations is provided so that the player has a 
large number of various opportunities to win (Column 3, lines 9-12) [claims 17, 
38]. It would have been obvious to one of ordinary skill in the art to use a bent 
payline configuration in the O'Halloran machine in order to provide the player 
with more betting opportunities, thus increasing their excitement and 
anticipation. Further, the usage of one payline over another is a design choice, 
obvious to one of ordinary skill in the art, and motivated by the wants and 
needs for a system as defined by its designer. 

Response to Amendment 

It has been noted that claims 1, 1 1, 24 and 33 have been amended. 



Response to Arguments 
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Applicant's arguments filed August 8, 2005 have been fully considered 
but they are not persuasive. 

Applicant argues that in Bennett there is no suggestion of converting 
S3anbols to the leftmost or rightmost symbol. The Examiner disagrees and 
notes her explanation in the rejection above. It is not that the symbols are 
being turned into an Iceberg or Coin symbol; instead they are being turned into 
the S3anbol that would make a winning combination such as an SE or WH 
S3niibol, i.e. the rightmost or leftmost symbol. 

Applicant argues that neither OUalloran nor Bennett suggest, 
"converting all symbols adjoining the special symbol on multiple pay lines to 
special symbols identical to the special symbol". The Examiner agrees that this 
limitation is not expressly taught by O'Halloran, but it is obvious as stated for 
the reasons above. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Julie K. Brocketti whose telephone 
number is 571-272-4432. The examiner can normally be reached on M-Th 
8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Xuan Thai can be reached on 571-272-7147. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-2 17- 
9197 (toll-free). /?) ^(CCJuMr^ 
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Primary Examiner 
Art Unit 3713 



